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PRE-APPEAL BRIEF 
IN SUPPORT OF APPELLANT'S APPEAL 
TO THE BOARD OF PATENT APPEALS AND INTERFERENCES 



Commissioner for Patents 
M/S AF 
P.O.Box 1450 
Alexandria VA 22313-1450 

Sir: 

This pre-appeal brief is submitted in support of Applicant's Appeal from a 
Final Decision of the Examiner mailed 5 May 2006. Applicant respectfully requests 
consideration of this pre-appeal brief by the pre-appeals panel. 



L SUMMARY OF CLAIMED SUBJECT MATTER 

In one embodiment of the present invention, a computer receives a rule 
which defines a premise and a conclusion to be drawn if the premise is true. Next, 
the computer transmits the rule to a server. The server then stores the rule and 
generates a function (e.g., a PL/SQL function) that determines if the premise is true, 
and based at least in part upon the conclusion, outputs a first value if the premise is 
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true and outputs a second value if the premise is false. Next, the computer receives a 
parameter. The computer then transmits the parameter to the server, which uses the 
generated function to assess the parameter. Next, the server transmits the assessment 
back to the computer. 

According to independent claim 1, a method of generating a function 
involves: (a) receiving a rule at a server from a client computer, wherein the rule 
defines a premise and a conclusion to be drawn if the premise is true; and (b) 
generating a function by the server that determines if the premise is true, and based 
at least in part upon the conclusion, outputs a first value if the premise is true and 
outputs a second value if the premise is false. 

II. REMARKS AND ARGUMENTS 

Claims 1-3, 5-8, and 10-19 were rejected under 35 U.S.C. § 103(a) as being 
unpatentable over U.S. Patent No. 6,598,036, issued to Wang, et al. (hereinafter 
"Wang") in view of U.S. Patent No. 4,648,044, issued to Hardy, et al. (hereinafter 
"Hardy"). Claims 4 and 9 were rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Wang in view of Hardy and further in view of U.S. Patent No. 
6,651,054 issued to de Judicibus, et al. (hereinafter "de Judicibus"). 

The final office action was mailed 5 May 2006. The Examiner's grounds of 
rejections that Applicant appeals from are as follows. Applicant's failure to 
specifically address a claim in this section should not be interpreted as agreement 
with the Examiner's rejections of such a claim. 

A. That Claim 1 is Unpatentable under 35 U.S.C. § 103 over Wang 
in view of Hardy 

Claim 1 is an independent claim for a method of generating a function based 
on a rule. Claims 2-19 depend from claim 1 . 

The Examiner avers that Wang explicitly discloses receiving a rule from a 
client computer. The Examiner recognizes that Wang fails to explicitly disclose 
generating a function as recited in claim 1 . The Examiner cites Hardy for this 
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subject matter. Applicant respectfully points out that the combination of Wang and 
Hardy cannot make the identified elements of claim 1 obvious, for the following 
reasons. 

1. Wang Does Not Disclose Receiving a Rule 

In claim 1 of the present application, a server receives a rule from a client 
computer, wherein the rule defines a premise and a conclusion to be drawn if the 
premise is true. 

The Examiner avers that Wang discloses "receiving a rule." In rejecting this 
element of claim 1, Examiner cites col. 3, lines 7-20 and 29-41 of Wang. 

Applicant respectfully points out that the citation discloses receiving a 
proposed value. Note that a proposed value is a value that the user believes could be 
utilized in a design (see Wang, col. 3, lines 7-11). For example, a proposed value can 
be the overall length of a car (see Wang, col. 3, lines 14-20, FIG. 5, 33). However, 
the terms "value" and "rule" refer to fundamentally different entities. A value is a 
number (e.g., "100") or a string (e.g., "red"). In contrast, a rule comprises a premise 
(e.g., "if automobile color = red") and a conclusion ("then value = 100"). Hence, 
Applicant respectfully points out that Wang does not disclose "receiving a rule." 

2. Hardy Does Not Disclose Generating a Function 

In claim 1, the server generates a function based on a rule. Specifically, a 
server first receives a rule from a client computer, wherein the rule defines a premise 
and a conclusion to be drawn if the premise is true. Next, the server generates a 
function that determines if the premise is true, and based at least in part upon the 
conclusion, outputs a first value if the premise is true and outputs a second value if 
the premise is false. 

In rejecting this element of claim 1, the Examiner cites col. 7, lines 6-58, col. 
10, lines 12-28 of Hardy. Applicant respectfully points out that the citation discloses 
"identifying a rule" and "applying a rule" (see Hardy, col. 7, lines 6-58). 
Specifically, the Examiner's citation describes a Basic Expert System Tool (BEST) 
which receives a "goal" (see Hardy, col. 6, lines 67-68, col. 7, lines 1-3). Next, 
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BEST uses the goal to identify a rule in the knowledge base (see Hardy, col. 7, lines 
8-14). BEST then applies the identified rule (see Hardy, col. 7, lines 15-58). 

However, identifying and/or applying a rule is different from "generating" a 
function. The result of identifying a rule is a rule identifier, e.g., "Rule 2" (see 
Hardy, col. 6, lines 34-45, col. 7, lines 8-14). Similarly, the result of applying a rule 
is an output value, e.g., a string. For example, when Hardy's invention applies "Rule 
2," it generates the output string "BEST has reached the following conclusions about 
wine: wine = burgundy (100%) because rule 2" (see Hardy, col. 7, lines 54-56). 
Hence, the result of identifying and/or applying a rule is either a rule identifier or an 
output value. 

In contrast, the result of "generating a function" is a function which is a 
programming language construct that contains a set of instructions (e.g., a PL/SQL 
function). For example, the present invention can receive^ rule and generate the 
following function in PL/SQL based on the rule (see page 7, lines 16-20): 

function automobile_color (parameter_value 
<DATATYPE>) return NUMBER as 
begin 

if parameter_value like *%red%' then 
return 100; 
end; 

It is evident that a "function" is fundamentally different from a "rule identifier" or an 
"output value." Hence, Hardy does not disclose "generating a function." 

Indeed, the Examiner recognizes that "generating a function" is different 
from "applying a rule." Examiner states that Wang fails to explicitly disclose 
"generating a function" (see office action, page 3, line 9). However, note that Wang 
discloses "applying a rule" to a proposed value to determine whether a proposed 
value is acceptable (see Wang, col. 3, lines 52-55). Hence, the Examiner must have 
recognized that "generating a function" is different from "applying a rule," because 
otherwise, Examiner would not have cited Hardy. 

Hence, by citing Hardy, the Examiner must be concluding that (a) 
"identifying a rule" is the same as "generating a function," or (b) the combination of 
"identifying a rule" and "applying a rule" is the same as "generating a function." 
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However, for reasons explained above, neither of those conclusions is supported by 
the facts. Hence, Hardy does not disclose "generating a function." 

On page 3, line 19 of the office action, Examiner cites col. 11, lines 40-67 of 
Hardy as disclosing the claim element of "generating a function." Applicant 
respectfully points out that this citation discloses the operation of a subroutine called 
FINDCHAR which determines a location of a character within a string. Applicant 
fails to see how the description of the FINDCHAR subroutine is relevant to 
determining whether Hardy discloses the claim element of "generating a function." 



For the foregoing reasons, Appellant respectfully requests reversal of the 
Examiner's rejections as set forth in the Final Office Action and subsequent Advisory 
Action, and request that the pre-appeals panel direct allowance of all pending claims 
of the application. 



Park, Vaughan & Fleming LLP 

Edward J. Grundler 

PARK, VAUGHAN & FLEMING LLP 

2820 Fifth Street 

Davis, CA 95618-7759 

Tel: (530) 759-1663 

FAX: (530) 759-1665 

Email: edward@parklegal.com 



CONCLUSION 



Respectfully submitted, 



Date: 15 August 2006 
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